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Office Action Summary 



Application No. 



Applicant^) 



Examiner 

&4 V (Q_ 



S 5 



Group Art Unit 



-The MAILING PATE of Otis communication appears on the cover sheet beneath the correspondence address, ~ 
Period for Response 

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIRF Q w e 
MAILING DATE OF THIS COMMUNICATION. 



-MONTH(S) FROM THE 



"f^o^Tm!^ 

~ I! p8ri .°l^ reSponse fP 601 "^ ailwve ie less *«" «W (30) a response within the statutory minimum or thirty (30) days will bo consider, 4 ^ 
• M NO period tor response Is specified above, such period shall, by default, expire SIX (6) MONTHS from the mating date of this communication 
- Failure to respond within the set or extended period for response will, by statute, cause the application to become ABANDONED (35 U.8.C $ 133 >. 

Status 



□ Responsive to communlc9tiori(s) filed on, 

□ This action Is FINAC 

□ Since this application Is In condition foraltowancQ except for formal matters, prosecution as to the merits la closed in 
accordance with the practice under Bx parte QuayJe, 1935 CD. 1 1; 453 O.G. 213. 



Disposition of Claims 

IS Claim's) 



Of the above claim (s)_ 

□ Claimfs) — 

□ Claims) 

□ Ciaim($) — 

JSL Claim(5) 



. ia/are pending In the application, 
is/are withdrawn from considerattor 
■ is/are allowed. 



1-46 



is/are rejected, 
- is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on Is □ approved □ disapproved. 



are subject to restriction * electii *i 
requirement. ' 



□ Tlie drawing(s) filed on_ 



. is/are objected to by the Examiner, 



□ The specification Is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (eH«0 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

'Certified copies not received; - 

Attachments) 



□ Information Disclosure Statements). PTCM449. Paper No(a)._ 

□ Notice erf References Cited, PTO-892 

JS^lotiCe of Draftsperson's Patent Drawing Review, PTO-946 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO V, 2 

□ Other ■ 
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Appfication/Contiol Number: Q8/.918,233 
Art Unit 1774 



EIvcdoxi/RsBtticdon 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

L Claims 1-13, drawn to a multi-layered coating, classified m class 428, subclass 323+. 
IL Claims 14-42, drawn to thermal transfer sheets, classified in class 428, subclass 206. 
HI. Claims 43-48, drawn to compositions, classified in class 523, subclass 1+ or class 
428, subclass 402. . 

2. The inventions are distinct; each from the other because of the following reasons: 

The compositions of Group in have use other than in the coatings of Group I or transfers 
of Group II ( e .g., use as single layer antistatic coating on paper sheets). The transfers of Group II 
do not employ *e multi-layered Astatic coatings of Group I (Le, only a single antistatic layer is 
employee!). 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and divergent subject matter, 
restriction for examination purposes as indicated is proper. 

4. In the event of the election of the election of the Group I invention, the following election 
of species is also required. 
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Application/Control Number: 08 /9 18,233 
Act Unit 1774 

This application contains claims directed to the following patentably distinct species of the 
claimed invention: A multi-layered antistatic coating employing. 
A A conductive polymer (claims 3-6); and 
B. Carbon black (daims 7-11). 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for prosecution 
On the merits to which the claims shall be restricted if no generic claim is finally held to be 
allowable. Currently, claims 1, 2 > 12 and 13 axe generic 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations of 
an allowed generic claim as provided by 37 CFR_ 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEF § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the spedes to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art^ the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
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Application/Contcol Number: 08/918,233 
Art Unit 1774 

5. In the even of the election of the Group II invention, the following election of species is 
also required. 

This application contains claims directed to the following patentably distinct spedes of the 
claimed invention: A thermal transfer sheet having conductive material 
A* Under a slip layer (claims 14-30); and 
B. Ih a slip layer (claims 31-42). 

Applicant is required under 35 U.S.C 121 to elect a. single disclosed species for prosecution 
on the merits to which the claims shall be restricted if no generic claim is finally held to be 
allowable. Currently, no claims are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims ar< 
generic is considered nonxesponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will he entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations of 
an allowed generic claim as provided by 37 CFR. 1.141, If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 



Sioio 

I 



Page^ 



PAGE 10/11 * RCVD AT4i21/2004 1:02:00 PM [Eastern DaylightTime] * SVR:USPTO-EFXRF-1/0 * DNIS:8729306* CSID:312 427 6663' DURATION (mm-ss):03-04 



04/21/2004 11:59 FAZ 312 427 6663 LAD AS & PARRY ©Oil 



1 ) 0 



Application/Control Number: 08/918,233 Pag^ g 

Art Unit 1774 

Upon the allowance of a generic claim, applicant vnH be entitled bo consideration of claims 
to additional species "which are written in dependent form or otherwise include all the limitations of 
an allowed generic claim as provided by 37 CFR 1,141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MFEF § 809.02(a). 

Should applicant traverse on the ground that the spedes are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C, 103(a) of the other invention, 
7. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 1.143). 



Bruce Hessxb 
Primary Examiner 



November 23, 1998 

BRUCE H. HESS 
PRIMARY EXAMINER 
GROUP 1300 
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